Atty. Dkt No. 027209-0901 



REMARKS 

Applicant respectfully requests reconsideration of the present application in view of the 
foregoing amendments and in view of the reasons that follow. 

Claims 21 and 23 are requested to be canceled. 

Claim 1 is currently being amended. 

This amendment adds, changes and/or deletes claims in this application. A detailed 
listing of all claims that are, or were, in the application, irrespective of whether the claim(s) 
remain under examination in the application, is presented, with an appropriate defined status 
identifier. 

After amending the claims as set forth above, claims 1-20 and 22 are now pending in this 
application. 

Claims 1-5, 15-21 and 23 were rejected under 35 U.S.C. § 103(a) as being unpatentable 
over U.S. Patent No. 2,368,530 to Edwards (hereinafter "Edwards") in view of U.S. Patent No. 
4,834,628 to Laing (hereinafter "the '628 Patent"). As to canceled claims 21 and 23, the 
rejection is moot. As to claims 1-5 and 15-20, Applicant respectfully traverses this rejection for 
at least the following reasons. 

As noted in an earlier reply, embodiments of the present invention relate to degassing 
devices for circulation pumps for fluids. As described in the specification, strong fluid eddies 
can form at the impeller or around the impeller, In one embodiment, eddies form in an interior 
cavity of the impeller. In the case of gas dissolved in the fluid, a cushion of gas can accumulate, 
thereby disrupting the flow of the fluid through the pump. In accordance with embodiments of 
the present invention, a gas line opens into an area of the impeller, and the gas can be coupled out 
of the area of the impeller based on a difference in pressure. In one embodiment, the lubrication 
of the bearings of the impeller is brought about by the fluid. In one embodiment, the first end of 
the gas line opens into a cavity of the impeller and faces a central area of the impeller. This 
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configuration facilitates the coupling of the gas out of the area and can avoid the danger of dry 
bearings , which can cause permanent damage. Applicant has amended independent claim 1 to 
recite these features formerly recited in claims 21 and 23. 

None of the cited references teach or suggest these features of the claimed invention. 
Specifically, neither Edwards nor the 5 62 8 Patent teach or suggest the first end of the gas line 
facing a central area of the impeller, While the '628 Patent does not disclose any such gas line, 
Edwards only illustrates a pipe 79 which opens into a chamber 62 in which the impeller is 
arranged. Thus, the pipe 79 of Edwards appears to cover the entire chamber 62. There is no 
teaching or suggestion in Edwards that the pipe 79 opens into a cavity of the impeller or that the 
pipe 79 faces a central area of the impeller. 

Further, the rejection of the claims does not satisfy the Examiner's burden for 
establishing a prima facie case of obviousness. In In re Rijckaert, 9 F.3d 1531, 1 532, (Fed. Cir. 
1 993), the Federal Circuit outlined the burden on the PTO as follows: 

In rejecting claims under 35 U.S.C. 103, the examiner bears the 
initial burden of presenting a prima facie case of obviousness. In 
re Oetiker, 977 F.2d 1443, 1445, 24 U.S.P.Q.2d 1443, 1444 (Fed. 
Cir. 1992). Only if that burden is met, does the burden of coming 
forward with evidence or argument shift to the applicant. Id. U A 
prima facie case of obviousness is established when the teachings 
from the prior art itself would appear to have suggested the 
claimed subject matter to a person of ordinary skill in the art." In 
re Bell, 991 F.2d 781, 782, 26 U.S.P.Q.2d 1529, 1531 (Fed. Cir. 
1993) (quoting In re Rinehart, 531 F.2d 1048, 1051, 189 U.S.P.Q. 
143, 147 (CCPA 1976)). If the examiner fails to establish a prima 
facie case, the rejection is improper and will be overturned. In re 
Fine, 837 F.2d 1071, 1074, 5 U.S.P.Q.2d 1596, 1598 (Fed. Cir. 
1988). 

To establish a prima facie case of obviousness, three basic criteria must be met. First, 
there must be some reasonable suggestion or motivation to modify the prior art reference or to 
combine reference teachings. Second, there must be a reasonable expectation of success of 
achieving the desired goals. Finally, the prior art references when combined must teach all the 
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claim limitations. The teaching or suggestion to make the claimed combination and the 
reasonable expectation of success must both be found in the prior art, and not based on the 
Applicant's disclosure. In re Vaeck, 947 F.2d 488 (Fed. Cir. 1991). 

This "TSM" test for obviousness was recently affirmed by the Supreme Court. KSR Int'l 

Co. v. Teleflex Inc. , No. 04-1350, 550 U.S. , slip op. at 15 (2007). The KSR Court warned 

the fact finder to be aware of the distortion caused by hindsight bias and to be cautious of 
arguments reliant upon ex post reasoning. KSR , slip op. at 17. The KSR Court further 
admonishes that "rejections on obviousness grounds cannot be sustained by mere conclusory 
statements; instead, there must be some articulated reasoning with some rational underpinning to 
support the legal conclusion of obviousness." KSR , slip op. at 14, quoting In re Kahn , 441 F.3d 
977, 988 (Fed. Cir. 2006). 

In explicating the correct standard for the TSM test, the Court in the recent KSR decision 
reaffirmed previous holdings that an invention "is not proved obvious merely by demonstrating 
that each of its elements was, independently, known in the prior art." KSR , slip op. at 14.; see 
also. In re Rouffet 149 F.3d 1350, 1357, 47 USPQ2d 1453, 1457 (Fed. Cir. 1998). Furthermore, 
the Court warned the factfinder to be aware of the distortion caused by hindsight bias and to be 
cautious of arguments reliant upon ex post reasoning. KSR , slip op. at 17. 

There is no basis for combining the disclosures of Edwards and the '628 Patent without 
the benefit of hindsight. As noted above, in embodiments of the present invention, lubrication of 
the bearings of the impeller is brought about by the fluid and the danger of dry bearings can be 
avoided. The Examiner seeks to combine a reference which does not relate to lubrication of 
bearings by the fluid (Edwards) with a reference which does not disclose any gas line. There is 
no reason for one of ordinary skill in the art to combine these references to achieve the present 
invention. 

As noted recently by the U.S. Supreme Court, when looking at the teachings of multiple 
references, it is to be determined: 
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... whether there was an apparent reason to combine the known 
elements in the fashion claimed by the patent at issue. To facilitate 
review, this analysis should be made explicit. 

KSR Int'I Co, v. Teleflex, Inc., No. 04-1350 (U.S. Apr. 30, 2007). 

In the present case, the Examiner identifies no clear suggestion or motivation (in any of 
the cited references) to combine any two or more references to achieve the claimed invention. 
Rather, the Examiner merely makes the unsupported assertion that one of ordinary skill would 
have combined the references. Appellant respectfully submits that the Examiner's assertion is 
without merit. 

It is clearly only with improper hindsight, and only with benefit of Appellant's disclosure, 
that there is any motivation to undertake the required modification of either Edwards or the '628 
Patent to arrive at the present invention. Absent the present disclosure, there is no motivation to 
combine any of the asserted references. The cited disclosures are sufficiently disparate to require 
more than ordinary skill to combine without the benefit of hindsight. 

Accordingly, independent claim 1 is patentable. Claims 2-5 and 15-20 depend, either 
directly or indirectly, from allowable claim 1 and are, therefore, patentable for at least that 
reason, as well as for additional patentable features when those claims are considered as a whole. 

Claims 6, 7, 8 and 10 were rejected under 35 U.S. C. § 103(a) as being unpatentable over 
Edwards in view of U.S. Patent No. 3,970,555 to Savage (hereinafter "Savage"). Claim 9 was 
rejected under 35 U.S.C. § 103(a) as being unpatentable over Edwards and Savage in view of 
U.S. Patent No. 4,905,863 to Blomquist. Claims 1 1 and 12 were rejected under 35 U.S.C. 
§ 103(a) as being unpatentable over Edwards and Savage in view of U.S. Patent No. 4,163,456 to 
Herron. Claim 13 was rejected under 35 U.S.C. § 103(a) as being unpatentable over Edwards in 
view of U.S. Patent No. 5,449,454 to Hickok. Claim 14 was rejected under 35 U.S.C. § 103(a) 
as being unpatentable over Edwards in view of U.S. Patent No. 2,422,956 to Edwards. Claim 22 
was rejected under 35 U.S.C. § 103(a) as being unpatentable over Edwards in view of U.S. Patent 
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No. 4,205,947 to RuhL Applicant respectfully traverses these rejections for at least the following 
reasons. 

Claims 6-14, 20 and 22 depend, either directly or indirectly, from allowable claim 1 and 
are, therefore, patentable for at least that reason, as well as for additional patentable features 
when those claims are considered as a whole. 

Applicant believes that the present application is now in condition for allowance. 
Favorable reconsideration of the application as amended is respectfully requested. 

The Examiner is invited to contact the undersigned by telephone if it is felt that a 
telephone interview would advance the prosecution of the present application. 

The Commissioner is hereby authorized to charge any additional fees which may be 
required regarding this application under 37 C.F.R. §§ 1.16-1.17, or credit any overpayment, to 
Deposit Account No. 1 9-0741 . Should no proper payment be enclosed herewith, as by a check or 
credit card payment form being in the wrong amount, unsigned, post-dated, otherwise improper 
or informal or even entirely missing, the Commissioner is authorized to charge the unpaid 
amount to Deposit Account No. 19-0741 . If any extensions of time are needed for timely 
acceptance of papers submitted herewith, Applicant hereby petitions for such extension under 37 
C.F.R. §1.136 and authorizes payment of any such extensions fees to Deposit Account No. 19- 



0741. 



Respectfully submitted, 




FOLEY & LARDNER LLP 
Customer Number: 30542 
Telephone: (858) 847-6860 
Facsimile: (858) 792-6773 



Sanjeev K. Dhand 
Attorney for Applicant 
Registration No. 51,182 
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